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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Mar k- Tex Corporation has petitioned to cancel the
registration of La-Co Industries, Inc. for the mark VALVE
ACTION for "paint filled markers for marking."* The

regi stration issued pursuant to Section 2(f) of the

! Registration No. 2,115,435, issued Novenber 25, 1997.
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Trademark Act. As grounds for cancellation,? petitioner
has all eged that since 1959 it has used the mark VALVE
ACTI ON; t hat

3. Petitioner's mark "VALVE ACTI ON
MARKER" has becone distinctive of the
goods (paint filled marking pens)

t hrough Petitioner's substantially
excl usi ve and continuous use in
commerce for at |least five years.

Upon information and belief,

Regi strant used the mark "VALVE ACTI ON
PAI NT MARKER" in a descriptive sense,
and therefore Petitioner was the

excl usive user in comerce of the mark
"VALVE ACTI ON";

that the goods identified in respondent's registration
are the sanme type of goods, paint filled markers for
mar ki ng, as those sold by petitioner under the mark VALVE
ACTI ON; that respondent's registered mark VALVE ACTION is
the same as petitioner's registered mark VALVE ACTI ON;

t hat

6. Registrant claimed, in the
prosecution of the application which

i ssued as Registration 2,115,435, that
its use of the mark "VALVE ACTI ON" was
substantially exclusive for at | east
five years prior to the filing date of
a Declaration (May 12, 1997). That
statenent, made to obtain registration
of the same mark "VALVE ACTI ON', was
fal se because of Petitioner's use of
the same mark "VALVE ACTION' in
comrerce during that five-year period.

2 Because there is a dispute as to whet her respondent was on
notice as to certain grounds for cancellation, we have quoted
certain of the allegations in the petition for cancellation.
See di scussion, infra.
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Upon information and belief,

Petitioner's use of the mark during

the said five-year period was known to

Regi strant, and known to the Decl arant

Daniel J. Kleiman, at the tinme his

Decl arati on was made;
that petitioner is the owner of Registration No.
1,551,481 for the mark ACTI ON MARKER for felt-tip markers
for industrial uses; that respondent's mark VALVE ACTI ON
so resenbles petitioner's registered mark for ACTI ON
MARKER t hat, when used in connection with paint filled
mar ker pens, it is likely to cause confusion or m stake
or to deceive; that petitioner's application for VALVE
ACTI ON MARKER has been refused registration on the ground
of |ikelihood of confusion with respondent’s
registration; and the respective marks and goods of the
parties are so simlar that respondent's mark is likely
to cause confusion with petitioner's previously used
mar K.

In its answer respondent has denied the salient

al l egations of the petition to cancel, and has asserted,

as affirmati ve defenses, the doctrines of | aches,

est oppel, acqui escence and uncl ean hands.® However,

3 Respondent has al so made a nunber of assertions in the

section of its answer titled "Affirmative Defenses,"” but they
are, in fact, nmerely an expansion of its denials.
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respondent never argued these affirmative defenses in its
brief, and we therefore deemthemto have been wai ved.

The case has been fully briefed, but an oral hearing
was not requested.

W will first discuss the outstanding objections and
nmotions relating to the record. First, we note that
petitioner did not file copies of certain testinony
depositions until after respondent pointed out, inits
final brief, that it "did not receive notice that Mark-
Tex filed the transcripts of these depositions with this
Board." Brief, p. 21. Respondent concluded therefrom
that the transcripts of the Di agraph Corporation's
deposition on witten questions and |deal Corporation's
deposition on oral exam nation were not of record, and
that the evidence could not be considered. However,
because petitioner has now filed the transcripts, they
are of record. See TBMP 8§ 713.11 (If a party which took
a deposition discovers that the officer has inadvertently
failed to send the certified transcript, with exhibits,
to the Board, the party should contact the officer and
arrange for the immediate filing of the deposition with
the Board.) See also, Trademark Rules 2.124(f) and
2.125(c); and Notice of Proposed Rul emaki ng, 62 Fed. Reg.

30802, 30809 (June 5, 1997), discussing proposed
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amendnents to the Trademark Trial and Appeal Board Rul es

("it is Board practice to accept transcripts of testinony
depositions at any tinme prior to the rendering of a final
deci sion on the case.")

Respondent has al so noved to strike petitioner's
deposition upon witten questions of Di agraph Corporation
because petitioner did not provide proper notice of
Di agraph's deposition. Specifically, respondent asserts
that petitioner did not provide the name of the officer
bef ore whom t he deposition was to be taken; did not file
a copy of the notice with the Board; and did not serve
t he subpoena within ten days fromthe opening date of the
testinony period. Respondent had previously objected to
this deposition on August 24, 1998, in the context of its
response to petitioner's request for an extension of its
testimony period, in which respondent consented to such
extension. The Board was aware of these objections when
it engaged in a tel ephone conference with the parties on
November 23, 1998 in connection with various notions,
including a nmotion to quash. However, in its Decenber
16, 1998 witten ruling nmenorializing the tel ephone
conference, the Board did not allude to the objections,

merely noting that the parties had gone forward with
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trial dates, and that petitioner's notion to extend tri al
dates was therefore noot.

Respondent is correct that petitioner did not follow
t he procedural requirenents of Trademark Rule 2.124 for
taki ng a deposition upon witten questions. |If
petitioner had done so, it would not have found itself in
the situation it was in, with a need to extend trial
dates, because it is the practice of the Board, upon
receiving notice of the taking of a deposition by witten
guestions, to suspend proceedings so that the parties
have sufficient tinme in which to conplete the deposition
upon witten questions. See Trademark Rule 2.124(d)(2).
However, it is apparent fromthe Board's Decenber 16,
1998 deci sion not to address the various procedural
obj ections raised by respondent to the Di agraph
Cor poration deposition on witten questions that the
Board did not regard these procedural errors as fatal.

We agree that the objections are nerely technical in
nature, and petitioner's failure to follow the rules has
not resulted in any prejudice to respondent. Tradenmark
Rule 2.123(j) provides, with respect to the effect of
errors and irregularities in depositions, that "notice
will not be taken of nerely formal or technical

obj ecti ons which shall not appear to have wought a
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substantial injury to the party raising them.."
Accordingly, respondent's notion to strike the deposition
of Di agraph Corporation is denied.

Respondent has moved to strike petitioner's
testi nony deposition of ldeal Stencil Machine & Tape
Cor poration provided by its president, Marco Ziniti.
Al t hough respondent states that the ground for its notion
is that the deposition was untinely, a reading of the
mot i on papers shows that respondent's real objection is
that the deposition constitutes inmproper rebuttal
testinmony.* In its noving papers, respondent points out
that petitioner originally sought to take Ideal's
deposition during its initial testinmony period, and that
this "establishes that the proper tine for taking ldeal's
deposition was during Mark-Tex's original testinony
period.” In response, petitioner asserts that the
testi nony adduced was to rebut the statenments of
respondent’'s wi tness Kleiman that respondent had

excl usive use of VALVE ACTION for the five years

4 W note that this testinony deposition had been the subject

of a previous notion to quash in which respondent objected both
to the adequacy of the notice of deposition, and to the
tinmeliness. The Board, on Decenber 16, 1998, denied the nption
with respect to the inadequate notice claim and recogni zed that
the untineliness claimwas in reality an objection to the
testinony being inproper rebuttal, noting that it was only at
final hearing, after reading the testinony, that the Board coul d
determ ne whether or not it was inproper rebuttal.
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preceding the filing of its application, and to rebut his
testinmony that Ideal's use of VALVE ACTION was in a
descri ptive manner.

We agree with petitioner that the fact it attenpted
to take Ideal's deposition during its opening testinony
peri od does not, ipso facto, establish that the
deposition constitutes inproper rebuttal testinony. That
must be ascertained fromthe testi nony adduced. M.
Ziniti's testinony goes to his own conpany's use of the
term "val ve action” in connection with marking pens, as
wel |l as his awareness of the use of that termthroughout
the industry. To the extent that petitioner seeks to use
t hat evidence to denonstrate that M. Kleimn's statenent
in his declaration was false (see Paragraph 6 of the
petition to cancel), that is clearly evidence which
shoul d have been submtted as part of petitioner's case-
in-chief. W also are at a |l oss to understand
petitioner's claimthat the evidence was to rebut M.

Kl ei man's characterization that Ideal's use was in a
descri ptive manner, given that M. Ziniti specifically
testified that Ideal did not regard VALVE ACTI ON as one

of its tradenmarks.
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Nevert hel ess, because, as discussed below, the tine
at which respondent’'s mark acquired distinctiveness is
one of the elenments of the priority/likelihood of
confusion ground, M. Ziniti's testinony is proper
rebuttal to any evidence submtted by respondent relating
to when its mark acquired distinctiveness. Accordingly,
the testinony has been considered solely for this
pur pose.

Respondent has nmoved to strike certain exhibits
attached to petitioner's appeal brief. We will rule on
t hese exhibits in summary fashion. The objection to
Attachment A is overruled. Although it is not evidence
whi ch was previously submtted, it purports to be only a
summary of invoices which are of record, and petitioner
could have made a simlar sunmmary in the body of its
brief. W will not penalize petitioner for having done
so as an attachnment to its brief; it is obvious that
petitioner was not attenpting to subvert the page
limtation for its brief. Exhibits 2 and 3 are exhibits
fromrespondent's discovery deposition of George
Pappageorge. Neither respondent nor petitioner submtted
t hem under a notice of reliance during their respective
testinony periods. See Trademark Rule 2.120(j)(3)(i) and

(j)(4). Accordingly, these exhibits were never made of
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record, and they have not been considered. Simlarly,
Attachment E are copies of petitioner's Registrations
Nos. 1,551,841 and 2,152,629, which were not properly
made of record. Petitioner apparently recognizes the
validity of respondent's nmotion with respect to this
exhibit, at least with regard to Registrati on No.
2,152,629, because it stated, in its response to the
nmotion to strike, that it does not rely on the latter
registration. In fact, neither of the registrations were
properly made of record, and therefore the notion to
strike themis granted. Attachnment F is a copy of
petitioner's deposition on witten questions of Diagraph
Cor poration and, in view of our denial of respondent's
nmotion to strike said deposition, is of record.

Attachment G a copy of the subpoena to Di agraph
Corporation, will not be considered as an exhibit to
petitioner's brief, although it is noted that it fornms an
exhibit to other notion papers in the proceeding, in

particul ar, respondent's own papers.°

® Respondent nakes the statement in its reply brief in

connection with its notion to strike the exhibits that
petitioner has failed to file a notice of reliance on the

Di agraph deposition, and that Attachments F and G which relate
to that deposition, should be stricken for that reason
Respondent is advised that a deposition on witten questions,
and i ndeed any testinony deposition, need not be filed with a
notice of reliance during the party's testinony period; the

10



Cancel l ation No. 27, 165

Thus, the record includes the pleadings, the file of
the registration sought to be cancelled; and the
testi nony depositions, with exhibits, of petitioner's
Wi t nesses Geor ge Pappageorge, its president;® Anthony
Cardarelli, a former enployee; the testinony deposition
on witten questions of Diagraph Corporation; and the
rebuttal testinony deposition, with exhibits, of Mrco
Ziniti, Executive Vice President of ldeal Stencil Machine
& Tape Conpany; and the testinony depositions, wth
exhi bits, of respondent's wi tnesses Daniel Kleimn, its

president, and Thomas Rynberg, its marketing nmanager.’

requirement is that the deposition be taken during the rel evant
testinony peri od.

® 1t should be noted that during his testinony M. Pappageorge
referred to certain of respondent’'s exhibits which apparently
were introduced during a discovery deposition taken by
respondent. Petitioner has also referred to these exhibits,
e.g., Respondent's exhibits 2, and 3, in its brief. These

exhi bits were never made of record, see discussion infra, and

t heref ore have not been consi dered.

" It is noted that the depositions of Messrs. Pappageorge,
Cardarelli, and Kl ei man have been marked "confi denti al --under
protective order.” It is obvious that not all of the

i nformati on contained in these depositions is actually
confidential material. Board proceedings are open to the
public, and only information which is truly confidential should
be filed under seal. Accordingly, the parties are all owed
thirty days fromthe date of this decision in which to file a
copy of any transcripts which contains confidential material,
with only the confidential information redacted, and to specify
t hose exhi bits which contain information which is actually
consi dered confidential. |If the parties do not submt redacted
versions of the depositions and indicate the specific exhibits
whi ch contain truly confidential material, the depositions and
exhibits which were previously subnmtted will be nmade avail abl e
for public inspection.

11
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Respondent has subm tted, under a notice of
reliance, portions of a discovery deposition of CGeorge
Pappageorge, including one exhibit thereto; petitioner's
responses to respondent's first set of requests for
adm ssion; and petitioner's responses to two of
respondent’'s interrogatories. Subsequent to final
briefing petitioner also submtted the entire transcri pt
of the discovery deposition of George Pappageorge,
petitioner's president, which had been taken by
respondent. As indicated above, respondent submtted
part of this deposition by notice of reliance, and
therefore petitioner, pursuant to Trademark Rul e
2.120(j)(4), could have submtted any other part of the
deposition "which should in fairness be considered so as
to make not m sl eadi ng what was offered by the submtting
party.” However, to nmake of record the discovery
deposition under this rule, petitioner would have had to
submt it during its (rebuttal) testinony period under a
notice of reliance, supported by a witten statenment

expl aining why it needed to rely upon each part of the

Further, we would point out that if we were to treat all of
t he depositions as confidential it would be inpossible to even
recite what the record shows. Accordingly, we have discussed
that part of the evidence which appears clearly to be non-
confidential .

12
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deposition. Because the subm ssion of the discovery
deposition was manifestly untinely, and not in accordance
with Trademark Rule 2.120(j)(4), it has not been
consi der ed.

In petitioner's trial brief it states the issues as
1) whet her respondent has proven that its mark VALVE
ACTI ON has acquired distinctiveness when the sanme nmark
was used for the same goods by ot her conpani es both
bef ore respondent’'s use and during the period 1991-1996;
2) whether petitioner had priority of use of the sane
mar k VALVE ACTION for the sanme type of goods; and 3)
whet her petitioner had prior use of the mark ACTI ON
MARKER and whet her respondent’'s mark VALVE ACTI ON PAI NT
MARKER, the mark actually used by respondent, is
confusingly simlar to petitioner's mark.

Respondent, however, in its trial brief, stated that
petitioner argued in its brief grounds for cancellation
which were not raised in its petition for cancellation.
Respondent characterized the pleaded grounds as 1) a
i kel'i hood of confusion between respondent’'s use of VALVE
ACTI ON and petitioner's use of that term wth petitioner
alleging priority of use; 2) that respondent had filed a
fal se declaration regarding its exclusive use of the mark

during the prosecution of the application which issued

13
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into the registration which is the subject of this
proceedi ng; and 3) a likelihood of confusion between
respondent’'s mark VALVE ACTI ON and petitioner's
Regi stration No. 1,551,841 for ACTI ON MARKER and Desi gn
for felt-tip markers for industrial uses. Respondent
asserted that petitioner was now asserting additional
grounds for cancellation, nanely, a second registration,
No. 2,152,629 for ACTI ON MARKER for marking pens using a
valve to ink the nib; and that respondent did not and
cannot establish secondary meaning in the mark VALVE
ACTI ON. Respondent argued that because these grounds
were not raised in the petition for cancellation,
petitioner cannot raise themfor the first time inits
brief.

Petitioner thereupon filed a notion to anend the
pl eadings to conformto the evidence, pursuant to Fed. R
Civ. P. 15(b). It seeks, by this notion, to add
al l egati ons that respondent did not and cannot establish
secondary neaning in the mark VALVE ACTI ON due to prior
and contenporary usage by others of VALVE ACTION as a
trademark on nmarkers; and that respondent did not have
substantially exclusive and continuous use of the mark
VALVE ACTION on markers for five years before its claim

of distinctiveness was nmade because of such usage by

14
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ot hers and that VALVE ACTION is not distinctive of
respondent’'s goods under Section 2(f).

We agree with respondent that petitioner never
pl eaded a ground of I|ikelihood of confusion with respect
to petitioner’s Registration No. 2,152,629 for ACTI ON
MARKER. Nor was this issue tried; the first reference to
the registration was in petitioner’s brief. Petitioner
apparently concedes that the issue of |ikelihood of
confusion with respect to this registration was never
tried, because petitioner has not sought to include such
aclaiminits notion to anend.

We agree with respondent that petitioner's original
pl eading did not set forth a claimthat respondent's mark
was nerely descriptive, and had not acquired
di stinctiveness, so as to put respondent on notice that
this was one of petitioner's grounds for seeking
cancel l ation of the registration. Petitioner argues, in
both its nmotion and its reply brief in support of its
mot i on, that paragraph 6 of the petition, to wit, the
all egation that the Kleiman declaration was fal se because
it stated that respondent's "use of the mark ' VALVE
ACTI ON' was substantially exclusive for at |east five
years prior to the date of the Declaration (May 12,

1997)” was a "clear notice that [respondent’'s] claim of

15
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secondary neani ng was being attacked."” Reply brief, p.

2. We do not agree. Rather, the clear neaning of this
paragraph was that petitioner was alleging that

respondent had nmade a false statenent in order to obtain
its registration, and that the falsity of the statenent
was that respondent’'s use of the mark was not
substantially exclusive in view of petitioner's use of
the same mark during that period. W also note that the
decl arati on which was subm tted during the prosecution of
respondent’'s application included, in addition to the

cl aimof substantially exclusive and continuous use,

evi dence of acquired distinctiveness in ternms of sales
and advertising information. Petitioner made no
reference to these statenents, thereby reinforcing the
conclusion that its allegation went solely to the falsity
of the claimof exclusive use, and not to the declaration
or assertion of acquired distinctiveness as a whol e.

Nor is petitioner's allegation in the petition that
respondent "used the mark VALVE ACTION in a descriptive
sense” (paragraph 3) adequate to apprise respondent that
mere descriptiveness/|ack of acquired distinctiveness was
being raised as a ground for cancellation. Petitioner
made this statenment in connection with its assertion that

VALVE ACTI ON MARKER had becone distinctive as a mark for

16
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petitioner's goods through petitioner's substantially

excl usi ve use, and appears as an expl anation as to how
petitioner can claimthat it is the exclusive user in
commerce of the mark VALVE ACTION. Thus, a fair reading
of this paragraph indicates that it was part of
petitioner's claimof |ikelihood of confusion, i.e., that
it had acquired proprietary trademark rights in VALVE
ACTION for paint filled marking pens and t hat
respondent’'s use of the sanme mark was |ikely to cause
confusion. It nust be renmenbered that the term "val ve
action" per se has been acknow edged by both parties as
bei ng nerely descriptive, petitioner in its pleading and
respondent through its registration of the mark pursuant
to Section 2(f). Therefore, in order to prevail on a
claimof |ikelihood of confusion, it was incunbent on
petitioner to prove that its "mark"” VALVE ACTI ON had
acquired distinctiveness prior to respondent's "mark"
havi ng acquired distinctiveness. Petitioner's reference
to respondent's descriptive use of "valve action” in
paragraph 3, comng as it does between other allegations
going to the ground of priority and |ikelihood of
confusion, and in the sane paragraph with petitioner's
claimthat its mark had acquired distinctiveness, would

reasonably be read as a part of petitioner's

17
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priority/likelihood of confusion ground, not as a
separate ground that respondent's mark shoul d be
cancel |l ed because it is nerely descriptive, and had not
acqui red distinctiveness.

The onus is on petitioner to state its clains in a
manner whi ch gives clear notice to respondent as to what
grounds for cancellation are being asserted against it.
In this connection, we note that petitioner's pleading in
general is not particularly clear. For exanple, it
asserts, in paragraph 1, that it has used the mark VALVE
ACTI ON since 1959, but never, in this paragraph,

i ndi cates on what goods the mark is used. |In paragraphs
1 and 2 it refers to its mark as VALVE ACTI ON, although
in the first part of paragraph 3, it states its mark is
VALVE ACTI ON MARKER, and then in the |ast sentence of

t hat paragraph it reverts to calling its mark VALVE
ACTION. It also, in paragraph 5, states that its mark
VALVE ACTION is registered, but never gave any

i nformati on about this registration, nor did it make such
a registration of record. It appears that this reference
was in error, because in paragraph 7 of the pleading
petitioner refers to its registration for ACTI ON MARKER

and in paragraph 9 it states that its application for

VALVE ACTI ON MARKER has been refused registration.

18
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The question we nust consider, then, is whether the
i ssue of the nere descriptiveness/acquired
di stinctiveness of respondent's mark was actually tried
by the parties, such that we can deemthe pleadings to
have been anended to include this ground. W find that
such an issue was not tried. As noted above, when a
party claimng use of a termwhich is onits face nerely
descriptive seeks to cancel on the ground of I|ikelihood
of confusion a registration for a mark which woul d be
merely descriptive but for acquired distinctiveness, the
plaintiff nmust prove that its mark has acquired
di stinctiveness prior to the registrant's mark having
acquired distinctiveness. Perma Ceram Enterprises Inc.
v. Preco Industries, Ltd., 23 USPQ2d 1134 (TTAB 1992).
Therefore, any testinony regarding the issue of acquired
di stinctiveness of either party's mark coul d reasonably
have been viewed by respondent as going toward the issue
of priority, and not to a separate ground that
respondent’'s mark should be cancell ed because it was
nmerely descriptive and had not acquired distinctiveness.
Further, any evidence regarding the use by third parties
of the term VALVE ACTI ON coul d have reasonably been
vi ewed by respondent as going to the claimthat

respondent had made a fal se statenent in the declaration

19
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which was filed during the prosecution of its
appl i cati on.

Accordingly, we do not deemthe parties to have
tried the i ssue of whether respondent's mark shoul d be
cancelled on the ground that it is nmerely descriptive and
has not acquired distinctiveness. Petitioner's nmotion to
anmend t he pl eadings is denied.

Further, because petitioner did not argue or
otherwise refer to the issue of respondent's all eged
m sst at ement/
fraud in its brief on the case, that ground for
cancel |l ation is deenmed waived.?®

The issues before us, then, are whether petitioner
has proved its claimof |ikelihood of confusion with
respect to its asserted common | aw mark VALVE ACTI ON; and
whet her petitioner has proved its claimof |ikelihood of
confusion with respect to its registered mark ACTI ON
MARKER and design for felt-tip markers for industrial
uses (Registration No. 1,551, 841).

We turn first to the question of |ikelihood of
confusion with respect to petitioner's asserted mark
VALVE ACTION. In order to establish its priority with

respect to this mark, petitioner nust prove that it had

20
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acquired distinctiveness in this admttedly nerely
descriptive termprior to the tinme that respondent had
acquired distinctiveness in its mark.

The record shows that since at |east 1959 petitioner
has used on the back of its markers a circul ar design
t hat includes the words VALVE ACTI ON under the words
PRECI SI ON SEAL (hereafter CIRCLE DESIGN). ° A
representation of the front and back of the marker is
shown bel ow. During the past 40 years petitioner has
sol d between 500,000 and 1.8 mllion of these pens each
year. A great percentage of its sales were nade as
private | abel products using various conpanies' brand
nanes. However, although they do not carry petitioner's
trademar k ACTI ON MARKER, these private |abel markers do

have the Cl RCLE DESIGN on the barrels. !

8 In any event, the evidence adduced during trial is

insufficient to prove fraud.

® There is sone inconsistency in the testinony. 1In his direct
testi nony M. Pappageorge stated that his conpany had used VALVE
ACTION in this manner since the md-50"s. During cross-

exam nati on he stated that the Cl RCLE DESI GN has been used since
1959. Wiether or not the use began in 1959 or a few years
earlier does not affect our decision herein.

10 As noted previously, much of the testinmony has been filed
under seal. Although we believe that nmuch of the information is
not truly confidential, we have taken pains not to reveal sales
and advertising figures, unless petitioner indicated such
figures inits brief.

11 Again, without going into specific numbers, we note that in
one portion of M. Pappageorge's testinony he says his conpany
sold at | east "x" nunber of CIRCLE DESIGN narkers a year, and at
anot her point he states that this sane nunber "x" was sold as a

21
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Petitioner has also sold, since 1986, a nontoxic
mar ker (used by food conpanies) which carries the words
VALVE ACTION, hereafter the LINE DESIGN, as shown bel ow *
Petitioner sells at |east 10,000 of such markers each

year.

In 1973 petitioner began selling its SCOUR- OUT COLOR
mar ker, which is used in the textile industry, and it
sells at | east 20,000 of these markers per year. This
mar ker contains, on its back, the words VALVE ACTION in a

bl ock with |Iine drawi ngs of markers (hereafter BLOCK

private | abel product to a particular conpany from 1960 or 61
until 1987.

12 There is sonme inconsistency in M. Pappageorge's testinony
in that, although during direct testinony he stated that the
term VALVE ACTI ON was used on the NO TOX marker starting in
1986, during cross-exam nation he said that "probably they used
it before then, 1957 and 1958." p. 62. M. Cardarelli stated
that it would have been used at the sane time as the BLOCK

DESI G\, which he said was the md-eighties at the latest. In
its brief petitioner states that it began using this |ine fornat
in 1986, and therefore we have treated this date as the correct
one.

22
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DESI GN), as shown bel ow. ** Petitioner uses this BLOCK
MARK on ot her markers as well, including on markers that
it private labels, e.g., carrying the custoner's nane,

for many ot her conpanies.

I nterestingly, petitioner also produced private-
| abel ed markers for respondent from 1984 until the
begi nning of 1988. An invoice for such an order
identifies the product as "DECORATED TUBES FOR #80 HEAVY
DUTY MARKER { Mar k- Tex's #44 valve action marker}";
respondent supplied the tube casings bearing the artwork,
and petitioner would fill themwth ink.

Al t hough petitioner began selling markers bearing
the CIRCLE DESIGN in the |ate 1950's, M. Pappageorge
testified that at that time there was not the | arge
mar ket for themthat there is today. Petitioner did not
pronote themuntil years later. The only evidence
regardi ng such pronotion is a 1997 catal og which is

directed to industry and retailers, but not to the

13 Again, there is sone question as to the exact date this

BLOCK DESI GN was used; M. Cardarelli testified that "it would
have to be at the latest, md-eighties, | would say.”" p. 6.
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general public. There is no evidence as to the nunber of
catal ogs that were distributed.

As noted previously, in order to prevail on its
i kel'i hood of confusion ground with respect to its
claimed common | aw mark VALVE ACTI ON, petitioner nust
first denonstrate that this termis distinctive. Towers
v. Advent Software Inc., 913 F.2d 942, 16 USPQ2d 1039
(Fed. Cir. 1990); Shalom Children’s Wear Inc. v. |n-War
Al'S, 26 USPQ2d 1516 (TTAB 1993). Further, also as
previ ously noted, VALVE ACTION is not inherently
di stinctive, and therefore petitioner nust show that the
term has acquired distinctiveness as its trademark. The
evi dence necessary to show acquired distinctiveness
depends on how descriptive the termis; that is, the nore
descriptive the term the greater the evidentiary burden
to establish secondary neaning. See, Yamaha
| nternati onal Corporation v. Hoshino Gakki Co., Ltd., 840
F.2d 1572, 6 USPQ2d 1001 (Fed. Cir. 1988).

In this case, the evidence shows that VALVE ACTI ON
is a highly descriptive termfor markers. Petitioner
itself acknowl edges that there is w despread use of the
termin the industry. |In fact, petitioner states in its
brief that its "primary position is that no one,

i ncluding LA-CO, could establish secondary meaning in
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VALVE ACTI ON because of the industry's w despread use of
that term" p. 13. Moreover, Marco Ziniti, the
executive vice president of Ideal Stencil Machine & Tape
Co., testified that the term VALVE ACTION i s used
extensively throughout the marker industry, including
uses by ldeal, Diagraph, the Tenpil Division of Air

Li qui de Anerica, and McMaster-Carr Supply Co. Ildeal has
used the termsince 1981. The testinony of Diagraph

Cor poration shows that it has used VALVE ACTI ON on

mar kers since 1958.

Petitioner also uses VALVE ACTION descriptively in
its catal ogs. For exanple, on the table of contents page
is the follow ng statenent, under the headline "Mark-
Tex's Patented Technol ogy":

THE VALVE- ACTI ON MECHANI SM
Mar k- Tex' s i ngeni ous val ve-action,
i nk-feed nmechani sm supplies only as
much i nk needed to conplete the
mar king job. A felt or nylon tip is
secured tightly at the tip of the
mar ker body. Resting on a firm
al um num spring, that draws ink upon
t he normal pressure applied when
writing. [sic] As aresult, ink is
only called upon as you wite. So,
you'l | never have to worry about nmessy
excess or limted ink flow. The tips
are replaceable and easily
i nterchanged by sliding out the old
one and slipping in the new.

Further, the sections featuring petitioner's ACTI ON

MARKER pens, and headli ned VALVE ACTI ON FI BER | NK
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MARKERS, state, as the first sentence of the copy, "These
val ve-action fiber-tip marking pens wite on snmooth steel
surfaces.”

In view of the highly descriptive nature of the
term we find that petitioner has not net its burden of
denonstrating that VALVE ACTI ON has achi eved acquired
di stinctiveness as a trademark. Although petitioner has
used the term VALVE ACTION for many years, and has sold
literally mllions of markers bearing the term during
that time, length of use and sales are not, per se,
sufficient to denonstrate that a term has acquired
di stinctiveness as a trademark. “The enjoynment of
substantial sales reflects the success of the product and
not necessarily recognition of the termused in
connection therewith as a trademark.” Hershey Foods
Corporation v. Cerreta, 195 USPQ 246, 254 (TTAB 1977).
The manner in which the asserted mark is used nust be
considered in determ ning whether the term appears as a
trademark; if it does not, the |length of use and nunber
of sal es cannot make a nontrademark usage into a
trademar k

Petitioner’s use of the term VALVE ACTION on its
mar kers woul d not be perceived by consuners as trademark

use. Rat her, the words VALVE ACTION, in the LINE and
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Cl RCLE DESI GNS, woul d be perceived as nerely
i nformati onal statenents, advising consuners that the
mar ker has a val ve action. The BLOCK DESIGN is, if
anyt hi ng, even nore informational, since in it the words
VALVE ACTI ON descri be the function which is pictured in
t he design.

Because of the manner in which the words VALVE
ACTI ON are displayed on petitioner’s markers, the years
of use and the nunmbers sold are insufficient to create in
the m nds of those consumers a recognition that VALVE
ACTION is a trademark of petitioner’s. |ndeed, the
record is devoid of any direct evidence from consuners
regarding their perceptions. |t nust also be renenbered
that petitioner’s markers are very | ow cost products, and
are not likely to be the subject of intense scrutiny by
whi ch consuners woul d anal yze all of the information
provi ded thereon, particularly on the back of the marker,
in an attenpt to ascertain whether the descriptive words
VALVE ACTI ON were being used by petitioner as a
trademar k

Nor has petitioner provided any evidence that it has
promoted any of its VALVE ACTI ON designs as a tradenmark
As noted, the only evidence of advertising is a 1997

catal og which shows the descriptive significance of VALVE
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ACTI ON. Further, although the markers are pictured in
the catalog, it is the front of the markers which are
shown, and therefore the SEAL DESI GN and t he BLOCK DESI GN
are not visible. The words VALVE ACTI ON do appear on the
front of the pictured NO TOX marker, but the copy used
with this item “Patent val ve-activated ink-feed
mechani sni’ (bol d-face type in original) nerely enphasize
t he descriptive nature of the words.

We have noted the testinony of petitioner’s
presi dent, M. Pappageorge, that “years ago” “in the
early sixties and seventies”, p. 57, petitioner indicated
inits literature that VALVE ACTI ON was one of
petitioner’s trademarks by including an “R’ or a “TM'.
M . Pappageorge’s testinony on this point was sonmewhat

vague. ' He never produced any copies of such literature,

4 The following quotes fromthe transcript give some idea of

t he vagueness of the testinony:

Q Wien did you obtain a federally registered registration on
Val ve Acton?

A. Because we were using it for so many years, we had patents,
we had patents on all these valves, and they ran out, they
expired.

Q You used circle R on Valve Action?

A W did in the sixties, with the patents. People that had
t he conpany before ne.

Q You never obtain [sic] a federal registration on Valve
Action?

A | wasn’t the president of the conpany.

Q That’s not ny question. Did Mark-Tex---

A.  Maybe they did. 1’ve never seen it.

Q You don't know of one?

A: No, | don’t know of one, but they may have done it.
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despite respondent’s request that he do so. W thout any
docunment ary evi dence we cannot conclude from M.
Pappageorge’ s personal recollection of seeing an “R’ or a
“TM on literature that such synbols were used in a
manner that woul d have advi sed consuners that VALVE

ACTI ON was a trademark of petitioner’s. Further,
petitioner has provided no evidence as to the

di stribution of any such literature to purchasers, such

t hat we can nake any determ nation as to its inpact.

Mor eover, even if we were to accept M. Pappageorge’s
statenents, according to his own testinony the use of the
“R" or “TM ended nany years ago.

The evidence al so shows that petitioner allows the
use of its ClRCLE DESI GN and BLOCK DESI GN on markers that
it private labels for others. The table at page 21 of
petitioner’s brief summari zes these usages, which
i ncl udes 600, 000 mar kers per year which it private
| abel ed for NMDC Devel opnent Corp. between 1961 and 1987,
and 180, 000 markers which it private |abeled for Sul ky of
America between 1988 and the taking of testinony in 1998.
Such a practice has been found, in other cases, to
detract fromthe distinctiveness of a party’ s asserted

trademark. See British Seagull Ltd. v. Brunswi ck Corp.

p. 59.
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28 USPQ2d 1197 (TTAB 1993), aff’d. 35 F.3d 1527, 32
USP@2d 1120 (Fed. Cir. 1999) (party’ s action in producing
products bearing the asserted mark, sold by a conpetitor
wi t hout any reference to the party as the manufacturer of
them is contrary to party’s claimof substantially
excl usive use); Edward Weck Inc. V. IMlInc., 17 USPQ2d
1142 (TTAB 1990) (third parties selling as their own sone
of party’s instrunments detracts fromthe alleged
di stinctiveness of the party’s clainmed trademark).
Accordingly, we find that petitioner has not
denonstrated that it has acquired any proprietary
trademark rights in the words VALVE ACTION. As a result,
it has not proven a necessary elenment of its claim of
priority, and we therefore need not consi der whether or
when respondent may have acquired distinctiveness for its

mar k. *°

% W note that it is petitioner’s position that no one can
establ i sh secondary neaning in VALVE ACTION but that, if
respondent is able to establish acquired distinctiveness by its
use of the term petitioner can establish priority of use based
on its owm sales of markers. Petitioner’'s analysis is
incorrect. Because the issue of cancellation on the ground that
respondent’s mark is nerely descriptive and has not acquired

di stinctiveness is not before us, petitioner nust first
establish, in connection with its ground of |ikelihood of
confusion, that it has proprietary trademark rights in VALVE
ACTI ON before we need to consi der whether or when respondent
establ i shed acquired distinctiveness of its nmark.
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The petition for cancellation on the ground that
respondent’s mark is likely to cause confusion with
petitioner’s alleged mark VALVE ACTION is di sm ssed.

However, we wi sh to point out that because the issue
of whet her respondent’s mark is nerely descriptive and
has not acquired distinctiveness is not a ground in this
cancel | ati on proceedi ng, we have specifically not
considered this question. Accordingly, our decision
herein should not be read as indicating that we have
found respondent’s mark to have acquired distinctiveness,
nor as an indication that we would make such a finding if
a third party were to bring a cancellation action on this
ground.

This brings us to the second ground for
cancel l ation, |ikelihood of confusion with petitioner’s
regi stered mark ACTI ON MARKER and design for felt-tip
mar kers for industrial uses (Registration No. 1,552,841).
As pointed out by respondent in its brief, petitioner
failed to make this registration of record. The
testimony of M. Pappageorge, pointed to by petitioner as
providing notice to respondent of its registration, is
not sufficient to constitute appropriate identification

and introduction of the alleged registration.' No status

1 The testimony, p. 6, is as follows:
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and title copies of the registration were submtted, nor
did the witness even identify the registration by nunber
or state that the registration was currently owned by
petitioner or that the registration was currently

exi sting. Therefore, petitioner cannot rely on any
rights in this registration.

Petitioner has, in its brief, indicated that it also
relies on its common |law rights in the mark ACTI ON
MARKER, and we agree that the issue of |ikelihood of
confusion with respect to this mark was tried. The
record shows that petitioner has used the mark ACTI ON

MARKER and design, in the form shown bel ow, since 1959.%

Q Just read, M. Pappageorge, the names which you
consider to be trademarks fromthe pen.

A:  Sure. Action marker is a registered tradenmark, nunber
55. Action marker nunber 55 is a registered trademark.

7 W note that in petitioner’s catalog petitioner also uses
the mark ACTI ON MARKER in both block letters and in | ower case
letters. However, the evidence is not clear as to when
petitioner began using the mark in these forns because the
testinony relating to this point was directed to petitioner’s

use of VALVE ACTION, not of ACTION MARKER at all. Therefore, we
have had to determ ne fromthe VALVE ACTION testinony whether it
est abl i shes use of ACTI ON MARKER as well. Because M.

Pappageorge indicated that art work for the markers changed

t hrough the years, the evidence clearly establishes only prior
and continui ng use of ACTI ON MARKER and desi gn, as shown above.
However, even if we were to find that petitioner had prior
rights in ACTION MARKER in all-capital or all |ower-case
letters, it would not change our decision herein.
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The marker is sold as both a dye-based pen and a
pi gnented ink pen. The invoices made of record by
petitioner show that ACTI ON MARKER pens have been sold in
many states throughout the United States, including North
Carolina, New York, Illinois, Wsconsin, Colorado and
Texas. There was no specific testinmony about the types
of consuners for petitioner’s markers, but its catal og
descri bes petitioner as “the world |eader in industrial
mar ki ng pens,” and the catalog lists the ACTI ON MARKER
markers in the “industrial” category. Petitioner’s
i nvoi ces show sales to tool manufacturing conpanies,
i ndustrial shippers, and the like;*® there were no
listings for retail-type stores. Based on the evidence
of record, we nust conclude that petitioner’s conmon | aw
rights in ACTION MARKER are limted to markers for
i ndustrial use. Wth respect to petitioner’s
advertising, although M. Pappageorge alluded to sone
pronotional literature fromthe 1960s and 1970s, the only
mat eri al which has been made of record is the previously
menti oned 1997 catal og. Petitioner has not provided any
evidence as to its advertising expenditures nor, with the

exception of the subm ssion of the 1997 catal og, any
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details as to how its ACTI ON MARKER markers are
advertised or pronoted.

Respondent first introduced its VALVE ACTI ON pai nt
mar ker in 1984, and has continuously used its mark VALVE
ACTION since that time. It advertises the marker
t hrough, inter alia, advertisenents in trade journals, at
trade shows, through price sheets and through product
bul l etins which are used to pronote the product to end
users and distributors.*®

Accordingly, petitioner has denonstrated its prior
use of ACTI ON MARKER on markers.

Turning to the issue of |ikelihood of confusion, we
have, as we nust, considered all of the relevant factors,
as set forth inlIn re E.I. du Pont de Nemours & Co., 476
F.2d 1357, 177 USPQ 563 (CCPA 1976), in reaching our
deci sion. However, we will focus our discussion on the
factors discussed by petitioner in its brief,

There is no question that the parties’ goods are
identical. The evidence shows that petitioner’s markers
and respondent’s identified “paint filled markers for

mar ki ng” are the same product. Further, respondent’s

18 Because the invoices were filed under seal, we have been

del i berately vague in our descriptions of the purchasers.
19 We have not indicated advertising or sales figures in this
opi ni on because they were subm tted under seal.

34



Cancel l ation No. 27, 165

identification is not limted as to classes of consuners
or channels of trade, and therefore we nust deemthe
parties’ goods to travel in the sanme channels of trade
and be sold to the sane cl asses of customers. Moreover,

t he evidence shows that the parties have both appeared at
the same trade show and were both listed in the directory
program under the heading “markers.” Finally, there is
no question that these markers are inexpensive itens.

Al t hough all of the above factors favor petitioner,
the factor which does not is the simlarity of the marks.
Petitioner argues, essentially, that the word MARKER in
its mark is a generic term and the word VALVE in
respondent’s mark is nerely descriptive, such that the
dom nant parts of the mark are the identical word ACTI ON
Al though it is well established that, in conparing marks,
nore or | ess weight may be given to particular el enents,
petitioner’s position would anmount to an inperm ssible
di ssection of the marks. The marks are clearly different
i n appearance and pronunci ation because the initial word
in respondent’s mark is the word VALVE. And the marks
are clearly different in connotation. |In VALVE ACTI ON,
the word VALVE nodifies the word ACTION, so that the

meani ng of this phrase, when applied to a marker, is a
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mar ker which has a valve action. In petitioner’s mark,
on the other hand, the word ACTION nodifies the word
MARKER, such that the connotation of the mark is that of
a marker which noves easily. This connotation is
reinforced by the depiction of the mark, using “nmovenent”
I i nes which suggest that the words are noving. Thus,
when the marks are conpared in their entireties, they
convey very different commercial inpressions.

We have al so considered petitioner’s argunent that
respondent has nerely added the descriptive term VALVE to
petitioner’s mark ACTI ON MARKER (petitioner view ng
respondent’s mark as the equival ent of VALVE ACTI ON
MARKER). Al though petitioner is correct that there are
cases stating that one may not appropriate the entire
mar k of another as part of a conposite mark, that rule
generally applies to the addition of a trade nanme of
house mark. See Key West Fragrance & Cosnetic Factory,
Inc. v. Mennen Co., 216 USPQ 168 (TTAB 1982). However,
that rule does not apply where a word conprising a mark
is combined with other features in a new mark in such a
manner that its identity is lost, or is so nerged with
ot her features that simlarity in sound, appearance or
meaning is |lacking. See MI|ler Brewing Co. v. Prem er

Beverages, Inc., 210 USPQ 43, 48 (TTAB 1981) (OL' BOB
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M LLER di sti ngui shable from M LLER), quoting Weth

| ncorporated v. Ingram Laboratories, Inc., 83 USPQ 326
(Comm 1949). For the reasons given above, we find that
VALVE ACTION creates a different comercial inpression
from ACTI ON MARKER, and the two marks woul d not be

equat ed.

Despite the simlarities of the goods, trade
channel s and consuners, and their inexpensive nature, we
find that the marks are so different that confusion is
not likely to result fromtheir contenporaneous use. See
Kell ogg Co. v. Pack’em Enterprises Inc., 951 F.2d 330, 21
UsP@2d 1142 (Fed. Cir. 1991) (a single Du Pont factor nay
be dispositive). Buttressing our conclusion is the fact
that in the 14 years that both parties used their marks,
and despite hundreds of thousands of markers sold, no
i nstances of actual confusion have been experienced by
ei ther party.

We woul d al so point out that, although not raised by
petitioner, there has been no showi ng of fame of its
mar k, and therefore this factor does not weigh in
petitioner’s favor.

The petition on the ground that respondent’s mark is
likely to cause confusion with petitioner’s mark ACTI ON

MARKER and design is dism ssed.
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Deci sion: The petition for cancellation is

di sm ssed.

E. J. Seeher man

T. J. Quinn

B. A Chapnman
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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